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Petitioning company: Caledonian Crown Ltd.

Petitioning company representatives: Jamie Quane, Camille Genevois, Asya Kardileeva, Alexei Martinez.
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Respondent company 1 representatives: Justina Kozak, Mariana Ogaz Diaz, Narine Avagyan, Ying Dai.

Respondent company 2: Mattel Inc.

 Respondent company 2 representatives: Eleonora Scaffari, Karin Maria Gros Pedersen, Nasrin Iranfar, Nina Barzey.

Introduction : Trade mark protection, extent of registration.

A registered trademark confers a bundle of exclusive rights upon the registered owner, including the right to exclusive use of the mark in relation to the products or services for which it is registered. The Caledonian trade mark was registered in 1950, by Caledonian Crown Ltd., whose founders were extremely interested in golf, and wanted to create a brand, well-known for quality and design, associated with the Scottish highlands.  Caledonian holds exclusive rights for their trade mark, which consists of graphic elements, including the word “CALEDONIAN”. Therefore, Caledonian Crown Ltd. exercises exclusive rights, including the right to prevent use of the Caledonian trade mark by third parties without their consent and to prevent the use of identical marks for identical goods and similar marks for identical or similar goods; to bring a legal action against anyone infringing their rights; to manage these rights, e.g. licensing, or selling the trade mark.  We argue that Imperial's Glasgow Crown trade mark infringes Caledonian's earlier mark, and that  it tarnishes the trade mark.  Furthermore, Imperial's use of the Caledonian name on its packaging constitutes tarnishment and free riding on its reputation.  We also argue that Mattel's use of the Caledonian trade mark on accessories for its dolls is an infringement of Caledonian's intellectual property rights.

I. Caledonian’s claims against Imperial

A) Imperial’s infringement of Caledonian’s reputed mark

Article 5(2) of the of the Trade Mark Directive
 (TMD) provides that: 

Any Member State may also provide that the proprietor shall be entitled to prevent all third parties not having his consent from using in the course of trade any sign which is identical with, or similar to, the trade mark in relation to goods or services which are not similar to those for which the trade mark is registered, where the latter has a reputation in the Member State and where use of that sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade mark.

Сaledonian has absolute grounds to prevent Imperial from using their sign, as:

- Caledonian is a reputed trade mark (i),

- Imperial is using a similar sign  for similar/dissimilar products (ii),

- The use of their sign by Imperial takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade mark. (iii)

(i)The reputation criterion

In General Motors v. Yplon
, the European Court of Justice (ECJ) held that a reputed trade mark has a “certain degree of knowledge amongst the public concerned by that trade mark.”

This degree of knowledge is reached when the earlier mark is known by a significant part of the public concerned by the products covered by the trade mark.

During the determination of the reputation of a trade mark, several criteria must be taken into account, such as:

- the market share held by the trade mark,

Caledonian is famous across the globe, and we can assume that its market share is high because two companies, Mattel and Imperial are trying to take unfair advantage of this sign. Mattel is selling Barbies all around the world, and uses Caledonian golf equipment because everyone knows the reputed trade mark Caledonian.

- the intensity, geographical extent and duration of its use,

The Caledonian trade mark was registered in 1950 for games, playthings, gymnastic and sporting article in class 28, and since then, the trade mark has been in continuous use.

Again, as Caledonian is famous across the globe, the geographical extent of the trade mark is not limited to the United Kingdom where the trade mark was registered.

- and the size of the investment made by the undertaking in promoting it. 

Important investments were made for successful advertising campaigns involving famous Scottish actors that are well known across the globe.

With the use of these competitive techniques, we can consider that the Caledonian trade mark has become reputed. As a pioneer in the sale of golfing equipment, the mark has become reputed amongst golfers and it is almost certain that a significant percentage of golfers recognize the Caledonian mark and brand.

Geographical area of the reputation

Concerning the geographical area of the reputation, the ECJ gave direction on this matter in the General Motors v. Yplon case, holding that "in the absence of any definition in Art. 5(2) of the Directive 89/104/EEC in this respect, a trade mark cannot be required to have a reputation “throughout” the territory of the Member State. It is sufficient for it to exist in a substantial part of it"
.

As the Caledonian trade mark is famous across the globe, Imperial cannot argue that Caledonian's reputation exists across too narrow a geographical extent. Even if Imperial could prove that Caledonian is not reputed across the globe, a substantial part of the United Kingdom would be enough to prove reputation for the purposes of this case.

(ii)The use of a similar sign

The Caledonian trade mark is composed of a character playing golf with the Glasgow Crown placed above him to associate the trade mark with the image of the Highlands and to communicate pride in the national sport of Scotland.

Imperial is using a sign representing the silhouette of a golfer. Moreover, the name of the trade mark refers to the Glasgow Crown.

The symbols reproduced in the two signs are therefore the same: the golfer and the Glasgow Crown although the signs are not identical.

In the Adidas-Salomon v. Fitnessworld
 case, the ECJ stated that the use of a sign similar or identical to the reputed trade mark can be prevented by the reputed trade mark owner according to Article 5(2) of the Trade Mark Directive.

If no confusion is required to prove the similarity or identity of the two signs, a link has however to be made by the relevant public between the two signs.

In the Intel v. CPM
 case, the ECJ held that "the link, between the earlier mark with a reputation and the later mark must be assessed globally, taking into account all factors relevant to the circumstances of the case. "

The Court gave several factors that should be taken into account when assessing whether there was a link :

- the huge reputation for certain specific types of goods or services of the earlier trade mark has,

This criterion is fullfiled as Caledonian is a reputed trade mark for golf products.

- the degree of similarity between the conflicting marks

This criterion is also fullfiled as Imperial's Glasgow Crown mark uses the same symbols as Caledonian's trade mark.

- the nature of the goods or services for which the conflicting marks were registered, as well as the strength of the earlier mark's reputation.

The classes for which the two signs have been registered are different: Caledonian has been registered in class 28 for "games, playthings, gymnastic and sporting articles" (now, under the new edition of the Nice classification, Class 21 “Games, toys, tents and sports goods”) while Imperial has been registered in class 25 for "clothing footwear and headgear."(under the new edition of the Nice classification, Class 2 “Articles of clothing and haberdashery). Even though the classes are dissimilar, we can us a broad interpretation of “sporting article” as mentioned in the Caledonian registration. Sports goods can include articles of clothing as well as golf drivers and putters.

Then, we can consider that Caledonian and Imperial are competitors.

Concerning the reputation of the Caledonian trade mark, we demonstrated that Caledonian was a reputed trade mark across the globe and and has been used to market products for 60 years. Caledonian therefore has a strong reputation.

- and the degree of the earlier trade mark’s distinctiveness.

The more distinctive a trade mark, the broader the scope of protection to which it is entitled.   This criterion is fulfilled as Caledonian acquired distinctiveness through use as we have demonstrated.

The use of a similar sign for dissimilar products

Even if Article 5(2) of the Trade Mark Directive seems to apply only in case of dissimilar goods, in the Davidoff v Gofkid
 case, the ECJ clarified that Article 5(2) applies to the use of a trade mark for dissimilar goods or services as well as to the use for similar and identical goods or services.

Because the two trade marks designate golf products, even if they are registered under two different classes, Imperial cannot argue that Caledonian is not allowed to invoke the benefit of the protection offered by Article 5(2) of the Trade Mark Directive thanks to this jurisprudence which clarifies the scope of the protection of reputed trade marks.

(iii) The use of the Imperial trade mark is prejudicial to Caledonian

1) Imperial's mark is detrimental to the reputation of the Caledonian trade mark due to dilution by tarnishment.

Dilution by "tarnishment" occurs when the association arising from the similarity between a mark or trade name and a famous mark harms the reputation of the famous mark.It involves the unauthorized use of a mark which links it to products that are of poor quality or which are portrayed in an unwholesome or unsavory context that is likely to reflect adversely upon the owner's product.We can argue that the use of the Imperial trade mark is tarnishing the Caledonian trade mark.- Caledonian has a long experience in the manufacture and sale of golf products, Imperial which is new on the market cannot sell goods of an equivalent quality to Caledonian as Imperial does not have the knowledge and the experience in the golfing field. Selling golf products under a similar sign as Caledonian is hurting the customers who are used to the high quality standards of Caledonian.  Also, the association of Caledonian as a company which emphasises its Scottish heritage with an English company called imperial which runs nationalistic advertising campaigns and uses nationalistic slogans cannot but be extremely detrimental to the repute of Caledonian's trade mark. 

2) Imperial’s mark takes unfair advantage of the distinctive character or the reputation of Caledonian's trade mark without due cause. 

Taking unfair advantage of the distinctive character or the reputation of an earlier trade mark exists where there is clear exploitation of and ‘free-riding’ on the reputed trade mark or an attempt to trade upon its reputation and to benefit from the efforts put into promoting it. It can amount to trade mark infringement, even without any apparent damage to that product. This is clearly the method adopted by Imperial: Imperial tries to take advantage of the Caledonian’s reputation to steal its market share by using a similar sign for golf products. In the L’Oréal v. Bellure
 case, the ECJ gave a list of  three criteria that have to be taken into account during the global assessment that needs to be performed to determine whether the use of a sign takes unfair advantage of the distinctive character or the repute of the earlier mark:

-The strength of the mark's reputation and the degree of distinctive character of the trade mark,

-The degree of similarity between the marks at issue,

- And the nature and degree of proximity of the goods concerned.  

B) The Likelihood of confusion on the part of the public, including likelihood of association between the Caledonian and Glasgow Crown trade marks.

Caledonian has absolute grounds to claim the existence of likelihood of confusion  with the Glasgow Crown mark, and therefore, to prevent the use of trade mark Glasgow Crown, and to have it declared invalid on the grounds of Art. 4 of the Trade Mark Directive.

In accordance with Paragraph 1(b) of Article 5 of the Directive , relating to the rights conferred by a trade mark, provides:

The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be entitled to prevent all third parties not having his consent from using in the course of trade:

(a) ...

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of confusion on the part of the public, which includes the likelihood of association between the sign and the trade mark.

In Sabel v. Puma
 the ECJ analyzed ”the wording of Art.4(1)(b) of the Directive, in terms of which the likelihood of confusion includes the likelihood of association with the earlier trade mark. In determining whether there is a likelihood of confusion, one must focus on overall impression made by the respective signs”. As a matter of fact, the Court explained that the average consumer is “reasonably well informed” and “reasonably observant and circumspect”. His characteristics also  may vary with the sector concerned. Golf players are usually very  demanding as regards the quality of goods they use. 

The Court stated “a sign may have a particularly distinctive character either per se or because of the reputation the mark enjoys with the public. The more distinctive its character, the greater the risk of confusion. The more well known and recognizable a trade mark is, the more likely a consumer will associate or confuse a similar mark with the earlier one. More distinctive trade marks are entitled to a broader scope of protection. 

In Canon v. Metro-Goldwyn-Meyer Inc.
 the Court stated that the distinctive character of the earlier trade mark, and in particular its reputation, must be taken into account when determining whether the similarity between goods or services covered by the two trademarks is sufficient to give rise to the likelihood of confusion”. The reputation of the Caledonian trade mark and its distinctive character are established, therefore likelihood of confusion exists.

The symbols appearing in both signs are similar: the golfer and the Glasgow Crown although the signs are not identical. The signs have very similar concepts, both include the image of a golfer playing golf, and both refer to the crown in one way or another. The ECJ has defined likelihood of confusion as ”the risk that the public might believe that the goods or services in question come from the same undertaking or, as the case may be, from economically- linked undertakings, constitutes a likelihood of confusion ... ... there can be no such likelihood [of confusion] where it does not appear that the public could believe that the goods or services come from the same undertaking or, as the case may be, from economically-linked undertakings”
. So, an average consumer might be confused into thinking that clothes under the Glasgow Crown trade mark come from the same producer, Caledonian, that the non-identical image is just an adaptation for the clothing line. Conceptual similarity of both trade marks is obvious. A consumer might well be confused into thinking that Glasgow Crown is a new look of famous Caledonian trade mark for clothing line.

As it was said in A&H Sportswear, Inc. v. Victoria's Secret Stores, Inc
, where the former sold swimwear under Miracle suit brand and the latter claimed infringement because Miraclesuit could easily be confused with Miracle Bra, or associated with it, and therefore confuse the consumer into thinking that both marks originate from the same owner. When consumers come across the Miraclesuit in the stream of commerce, they will confuse it with The Miracle Bra and think that it is a Victoria's Secret product. Because A&H puts no disclaimer on its product to distinguish it from The Miracle Bra, the consumer considering a purchase of the Miraclesuit will not have the same handy reminder that Miraclesuit is not associated with The Miracle Bra or Victoria's Secret. This is not to say that such a disclaimer may not, in fact, mitigate confusion in some cases; if consumers are faced with the disclaimer every time they flip through the Victoria's Secret catalogue, they are less likely to forget that Miraclesuit is unrelated to The Miracle Bra swimwear. Using the same approach one can say that Imperial confuses the average consumer into thinking that there is a link between their trade mark and Caledonian, where this is not the case. 

As it was stated in Canon case
, a lesser degree of similarity between marks may be offset by a greater degree of similarity of the goods, and vice versa. Using this approach in the present case, one can say that the lesser degree of similarity between Caledonian and Glasgow Crown (visually, aurally) can not automatically lead to the conclusion of an absence of any likelihood of confusion. Both producers operate in the same field, distributing goods of similar kinds, goods for golf, that are aimed at the same potential consumer, and both use the vintage style. Considering that the average consumer normally perceives a mark as a whole and does not proceed to analyze its various details, it is highly possible that the average golfer in a stream of commerce will think that the Caledonian and Glasgow Crown goods originate from the same producer, therefore, likelihood of confusion on the part of the public exists.

Art. 4 of The First Directive states:

A trade mark shall not be registered or, if registered, shall be liable to be declared invalid:

(a) ......

(b) if because of its identity with, or similarity to, the earlier trade mark and the identity or similarity of the goods or services covered by the trade marks, there exists a likelihood of confusion on the part of the public, which includes the likelihood of association with the earlier trade mark.

Taking into consideration that Imperial's trademark happens to be very similar to Caledonian’s mark; that, to satisfy the condition concerning similarity, it is not necessary to prove that there exists, on the part of the relevant section of the public, a likelihood of confusion between the earlier mark with a reputation and the mark in question. It is sufficient for the degree of similarity between those marks to have the effect that the relevant section of the public establishes a link between them
. Therefore, the Imperial trade mark must be declared invalid.

C) The Use of 'Caledonian' on Imperial's packaging.

Imperial has used the phrase "designed in England for the Caledonian golfer" on the packaging of its clothing.  This constitutes use of the Caledonian trade mark that takes unfair advantage of, and is detrimental to the repute of the Caledonian trade mark under Article 5(2) TMD.  Imperial has also used the phrase “Compatible with Caledonian drivers and putters” on the packaging of its golf bags.  The Trade Mark Directive provides in article 6(1):

The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of trade:

...

(c) the trade mark where it is necessary to indicate the intended purpose of a product or service, in particular as accessories or spare parts;

provided he uses them in accordance with honest practices in industrial or commercial matters.

While Imperial uses the word ‘Caledonian’ to indicate the purpose of the bag as an accessory to the Caledonian clubs, such use is neither necessary, nor in accordance with honest practices.

The test to determine whether the use of a protected trade mark by a third party to indicate the intended purpose of a product is set out in paragraph 35 of Gillette v. L.A-Laboratories.
 The ECJ, as it was then, held:

such use of a trade mark is necessary in cases where that information cannot in practice be communicated to the public by a third party without use being made of the trade mark of which the latter is not the owner...

The question therefore is whether it was necessary to use the word ‘Caledonian’ to indicate the bags’ compatibility with our client’s clubs.  We submit not only that the compatibility of Imperial’s golf bags with our client’s clubs could easily be communicated to the public without using the word ‘Caledonian’, but that in fact, such information in implicit in the nature of the product itself and does not need to be communicated explicitly as golf clubs conform, by functional necessity to a standard shape.  Our client’s golf clubs are not materially different those of any other manufacturer in this regard.  If Imperial’s golf bags can fit any brand of golf club, they can fit those made by our client.  The use of our client’s mark to indicate that their clubs fit into the bag is completely superfluous and can only be an attempt to associate Imperial’s products with those of our client.  The same functional information could be imparted by stating, “this bag is compatible with golf clubs”.  If Imperial wished to be specific, they could easily use generic terms to refer to ergonomic golf clubs.

The ECJ held in BMW v. Deenik
, and confirmed in Gillette
 that a third party using a protected trade mark to indicate the intended purpose of a product does not use it in accordance with honest practices when he does so in such a manner that it may give the impression that there exists a commercial connection between him and the trade mark owner, or in such a manner as to take unfair advantage of the distinctive character or repute of the trade mark.  As Bently & Sherman
suggest, these criteria appear to be taken from Article 4(f) of the Misleading and Comparative Advertising Directive 
(hereafter MCAD).  It is therefore submitted that the same interpretation of taking unfair advantage of a trade mark’s reputation be applied to the judgments in BMW and Gillette as applies to the MCAD.  According to L’Oréal v. Bellure
, the interpretation of ‘take[s]s unfair advantage’ used in Article 4(f) MCAD must be the same as that in Article 5(2)the Trade Mark Directive, on which the Court in L’Oréal gives guidance in its judgment.  Therefore the unfair advantage taken by imperial of the repute of the Caledonian mark in both the "designed in England for the Caledonian golfer" tag and the "compatible with Caledonian drivers and putters" tag may be considered together.

The Court held in L’Oréal that no likelihood of confusion or likelihood of detriment to the repute of the mark was required for it to be held that a third party had taken unfair advantage of its reputation.  Taking unfair advantage was held to entail that the third party sought to benefit unfairly from the power of attraction, the reputation and the prestige of the mark and to exploit the marketing efforts expended by the proprietor on its image.  Therefore, unfair advantage refers not to the detriment to the trade mark holder, but to the advantage gained by the third party user.  The Court held that all factors relevant to the circumstances of the case are to be taken into account, including whether there is a likelihood of dilution or tarnishment of the mark.
 In paragraph 47, the Court indicates that the intention of the third party to take advantage of the reputation of the mark is relevant.

The use of ‘Caledonian’  on the packaging of Imperial’s products is an attempt to ride on the coat-tails of the reputation of the Caledonian name.  As mentioned above, there is no other practical reason to engage in such name-dropping, the inclusion can only be for Imperial’s commercial benefit.  In addition, the association of the Caledonian name with the products of a company whose advertising slogans include, “England: the land of true golfers” can do nothing but tarnish our client’s brand.  It is Imperial’s intention to take unfair advantage of Caledonian’s reputation.

II. Imperial's counter-claim for invalidity of Caledonian's trade mark

Imperial is making a counter-claim for the invalidation of our client’s trade mark.  Grounds for revocation of a trade mark are laid out in Art 12 TMD.  However, the facts before us show no indication that our client's trade mark has not been put to genuine use in connection with the goods in respect of which it is registered for any length of time, nor has their trade mark become the common name in the trade for any product, nor is it liable to mislead the public in any way.

III. Caledonian's claims against Mattel

A) The  attempt to the reputed trade mark Caledonian

Article 5(2) of the of the Trade Mark Directive[1] holds that: “Any Member State may also provide that the proprietor shall be entitled to prevent all third parties not having his consent from using in the course of trade any sign which is identical with, or similar to, the trade mark in relation to goods or services which are not similar to those for which the trade mark is registered, where the latter has a reputation in the Member State and where use of that sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade mark”.

Caledonian has absolute grounds to prevent Mattel from using their sign, as:

- Caledonian is a reputed trade mark as demonstrated above,

- Mattel is using an identical mark to that of of Caledonian, without the Caledonian’s consent, (ii)

- Which has for effect to, without due cause, take unfair advantage of, or be detrimental to, the distinctive character or the repute of the trade mark Caledonian, (iii)

(ii) The use of an identical sign by Mattel

Mattel is reproducing the Caledonian trade mark on a bag held by a Barbie doll. There is absolutely no ambiguity, Mattel clearly reproduced the Caledonian logo on the bag. There are no differences between the two logos, and a consumer can clearly consider that the bag is from Caledonian.  In relation to goods which are not similar to those for which the mark is registered. As the Trade Mark Classification changed, the Caledonian trade mark is nowadays registered under the class 21 for “Games, toys, tents and sports goods.” Mattel is also a trade mark registered for toys. So Caledonian and Mattel are trade marks registered partly for the same goods: toys. No matter if Caledonian is not actually selling toys, Article 5(2) mentions "goods for which the trade mark is registered." As we explained above, in the  Davidoff v Gofkid
 case, the ECJ clarified that Article 5(2) applies to the use of a trade mark for dissimilar goods or services as well as to the use for similar and identical goods or services. Moreover, the ECJ  stated in the Adam Opel case
 that, where a trade mark is registered both for motor vehicles – in respect of which it is well known – and for toys, the affixing by a third party, without authorisation from the trade mark proprietor, of a sign identical to that trade mark on scale models of vehicles bearing that trade mark, in order faithfully to reproduce those vehicles, and the marketing of those scale models constitutes, within the meaning of Article 5(2) of the directive, a use which the proprietor of the trade mark is entitled to prevent, if, without due cause, use of that sign takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade mark as a trade mark registered for motor vehicles.

 Article 5(2) of the Trade Mark Directive can then be invoked by Caledonian to prevent Mattel's actions.

(iii) The use of a sign which was for effect of, without due cause, taking unfair advantage of, or causing detriment to, the distinctive character or the repute of the trade mark Caledonian.

1) The use of the Caledonian mark by Mattel is detrimental to the reputation of the Caledonian trade mark due to dilution by tarnishment. 

We can argue that the use of the Caledonian trade mark by Mattel tarnishes the Caledonian trade mark.The Caledonian trade mark is reproduced on a bag held by the Barbie doll. As Caledonian products have been on the market for 60 years, the company has developed special knowledge of golf equipment, using special designs, materials, but also colors and styles. It is unlikely that Mattel respects these quality and design requirements, giving Caledonian products a bad image, due to a lack of quality. As the clients targeted by the two companies are different (most likely middle aged man for Caledonian, and young girls for Mattel), we can assume that Mattel just reproduced the Caledonian logo and used a different design for the bag held by the Barbie doll, which is completely opposed to the traditional highland values of Caledonian.

2) The use of the Caledonian sign by Mattel takes unfair advantage of the distinctive character and reputation of the Caledonian trade mark without due cause. Mattel is clearly attempting to trade its dolls upon Caledonian's reputation.

IV. CLAIMS

To Imperial:

With all respect to Imperial Clothing Inc. we, as representing Caledonian Crown Ltd., have to claim:

1. To stop  using  The Glasgow Crown on clothing, 

2. To stop using the Caledonian trade mark on the equipment as props on  fashion shows and exhibitions, and 

3. To never again use similar advertising campaign. 

To Mattel:

With all respect to Mattel Inc. we, as representing Caledonian Crown Ltd. have to claim:

1. To stop using Caledonian trade mark on clothes and accessories of Barbie and Ken dolls, produced by Mattel.

We can negotiate license agreement that will allow, under certain conditions, using Caledonian trade mark in relation to Mattel goods. 
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